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REMARKS 

Claims 1-5, 7, 8, 10, 11, ai^d 13-26 arc now pending in this application. 
Claims 1-5, 7, 8, 10. and 1 1 are rejected. Claims 6, 9, and 12 are previously 
cancelled. New claims 13-26 are added. Claim I is amended herein to clarify 
the invtmiion. Claims 2 and 10 are amended herein to be in better form. The 
specitii:ation has been amended and support for the amendment can be found ai, 
for example, the specification as filed on page 4, second full paragraph , where 
it is stated that the adhesive "moves smoothly on tlie upper surface of the 
pattern by the surface tension of this adhesive 4, Support for tlie amendments 
of claim 1 and for the addition of new claims 13-26 can be found at» for 
examp.e, the claims as tiled, the substitute specification on page 5, first and 
second fiill paragraphs, page 7, first full paragraph, and Figures 2, 3, 5, 19, and 
21. 

The speciticacion has been objected to under 35 U.S,C. § 132(a) for 
includuifi new matter. The Office Action states that "the surface tension such 
diar it v/ill spread'*, as stated on p. 5, lines 8-10 of die subsiicutc specification is 
not supported by tlic specification as filed. Applicants believe that one of 
ordinaJT skill in die art would read the specification, as filed, as disclosing fliat 
the adli^sive spreads on the pattern due to surface tension. In any cvcui, tlie 
languai^e of "such that it will spread*" has been replaced with "such that it will 
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move MTiooihly," ihe suppon for which is mentioned above. Accordingly, 
Applicaiii respeeifuUy requests that the ubjeuiiou lo ihe speciilcatioa be 
withdrawn. 

Claims 1-5 liave been rejected under 35 U.S.C. § 112, first paragraph, 
as failing to comply with the written description requirement. The Office 
Action states diat there is no support in the specification for "the surface tension 
allows ii 10 spread." As stated above. Applicant believes ihac such suppon does 
exist in the speciticatiou as filed. In any event, the language of claim 1 has 
been amended to recite diat die adhesive has a surface tension such that the 
adhesive moves smoothly on the upper surface of the pattern. Accordingly, 
Applicant respectfully requessts that the rejection of claims 1-5 under 35 U.S.C. 
§112, first paragraph, be withdrawn. 

The Office Action states that there is no support in the specificaiion for 
an adhesive that is bodi soluble in water and alcohol. Applicant believes that 
the ckims are appropriately written. In any event, claims 1 and 2 have been 
amended to refer to tihe adhesives which are soluble in water and in alcohol as 
alternatives. Claims 1-5 have been rejected under 35 U.S.C. § 112, second 
paragraph, as indefinite. The Office Action states that the phrase "^allows it to 
spread ' is unclear as to whether it is a positive step or just a possible step and 
also thw "if* is unclear as well. 
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Claim 1 has been amended to address the definiteuess issues raised in che 
Office Action and Apphcam respectfully requests tliat flic rejection of claims 1-5 
under 35 U.S.C. § 112, second paragraph, as Indefinite be withdrawn. 

Claims 1, 2, 4. 5, 7, 8, 10, and 11 have been rejected under 35 U.S.C. 
§ 102(b) as anticipated by U.S. Patent No. 5,601,959 (Brault ct al.)- "A claiiTi 
is antiiiipated only if each and every element as set forth in the claim is found, 
either expressly or inherently described, in a single prior art reference." See 
VerdBi>aal Brothers Inc. v. Union Oil Company ofCaitforniQy 2 USPQ2d 1051, 
1053 (Fed. Cir. 1987); MPEP §2131. 

Claim 1 is patentable over Brault ei al, at least for the reason that Brault 
et al. fails to disclose an adhesive having a surface tension such that the 
adhesive moves smootlily on the upper surface of tlie pattern, as recited in claim 
1 . Th'2 Office Action states that the adhesive in Brault et al. spreads over die 
surface and that it tlierefore must have the surface tension to allow it to spread. 
AppIiCiUXt disagrees with this inierpretation of Brault et al. but will not elaborate 
since claim I has been amended and no longer recites the word "spread." 
There is no disclo.sure in Brault ec al. of an adhesive that moves smoothly 
because of the surface tension of the adhesive. Brauh et al., on column 5, linens 
43-48 states that the adhesive may be sprayed, coated with a roller, or laminated 
and there is no indication of smooth movement of the adhesive because of 



14 



l-HOr>AAAid.iLi.iiiM|fi.irni]£RCI: \PC11 }.wpit 



PAGE 18/23' RCVD AT 12/112005 12:40:55 PM (Eastern Standard Time]' SVR:USPTO{FXRF^/28'DNIS:2738300'CSID:12129537733' DURATION (miHS):03-50 



12/01/2005 12:50 FAX 12129537733 



31019/023 



Dockci: No. F-8064 Scr. No. 10/736,185 

surface tension. Spraying, mechanical spreading by a roller, or lamination do 
not necessarily require smooth movement due to surface tension. Furlhermore, 
Brauh ct aL fails to disclose die capability of transferring patterD2» such that they 
can overlay one another, as recited in claim 1. Accordingly, claim 1 is 
patentable over Brault et al. and notice to that effect is respectfully requested. 
Claims 2, 4, and 5 arc patentable at least for the reason that they depend from a 
patentable base claim. See In re Koyka and Martin, 180 USPQ 580, 583 (CCPA 
1974). 

Claim 2 is fiirther patentable over Brault et al. at least for the reason LhaL 
Brault et al. fails to disclose an adhesive that can be colored by paint, as recited 
in claim 2. 

Claims 7 and 10 are patentable over Brault et al. at leasi for the reason 
that Brault et al. fails to disclose the capability of transferring patterns such that 
ttiey CEJi overlay one anotlier, as recited in clauns 7 and 10. Claim 10 is 
further patentable over Brault et al. at least for the reason that Brault et al. fails 
to disclose an adhesive as being flexible and as having staining properties, as 
recited in claim 10. Claims 7 and 10 are therefore patentable over Brault et al. 
and nodcc to that effect is respectfully requested. Claims 8 and 1 1 are 
patcntsbic at least for the reason that they depend from a patentable base claim. 
See In Royka and Martin, 180 USFQ 580, 583 (CCPA 1974). 
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The arguments that BrauU at al. fails to disclose the capability of 
transferring patterns such that they can overlay one another, fails to disclose an 
adhesive that can be colored by paint, and fails to disclose an adhesive as being 
flexible and as having staining properties were mentioned in the Amendment of 
March 10, 2005. The final Office Action of June 1 , 2005 did not address those 
arguments and it is respectfully requested lhai those arguments be addressed. 

Claim 3 has been rejected under 35 U.S,C. § 103(a) as obvious over 
U.S. Patent No. 6.110,317 (Brault et al.) and further in view of U.S. Patent 
No. 6,110,317 (Sandor). To establish a prima facie case of obviousness, it is 
necessary to show that all the claim limitations are taught or suggested by the 
prior art. See In re Royka and Martin, 180 USPQ 580, 583 (CCPA 1974); 
MPEP § 2143.03. As admitted in the Office Action, Brault ec al. fails to 
disclose applymg a coating layer over the transferred image after the transfer 
step has been carried out and relies on Sandor for Ihis teaching. The Federal 
Circuit has stated that the teaching of references can be combined only If there is 
some suggestion or incentive to do so. See In re Fine, 5 USPQ2d 1596, 159.9 
(Fed. c:ir. 1988). Brault et al. can use the dielectric layer and tlic release layer 
as protection for the toned image. There is no indication that additional 
proteciion is needed and therefore the nece.<5<?ary incentive to combine Brault et 
al. and Sandor is missing. Furthermore, prima facie obviousness requires an 
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expectation of success and there is no evidence that an additional protective 
layer in Brault et al. would succeed in achieving any of the objectives of BrauU 
ct al. Thus, prima facie obviousness is absent and claim 3 is patentable over Lhe 
ciied a.:t. 

Additionally, the clear finish layer disclosed in Sandor is a hard layer, as 
disclosed in column 10, lines 7-9 of Sandor. As described in column 5, lines 
20-28 of Brault ei al., die permanent receptor in Brault et al. is typically a web 
or sheet maierial which can be flexible and which can uiclude texdle fabrics. 
Using .9 hard layer on a flexible substrate would remove the flexibility of the 
substrate and the hard layer may even crack if die flexible substrate is bent. 
Thus^ utilizing the clear finish layer disclosed in Sandor in the invendon of 
Brauli ti al. would create problems with the invention of Brault ct al. and 
dierefore die references teach away from combining the clear finish layer 
disclosed in Sandor widi the invention of Brault et al. Furthermore, claim 3 is 
patentable at least for the reason that it depends from a patentable base claim. See 
In ra Fine. 5 USP02d 1596, 1600 (Fed. Cir. 1988); MPEP § 2143.03. 

New claims 13-26 have been added. Claim 13 is pateniabie over Brault 
cc al. and Sandor at Iea.st for die reason diat ncidier reference discloses or 
suggests applying die adhesive with a brush to the upper surface of the pattern, 
as recii:ed in claim 13. Claim.s 14-26 are patentable at least for the reason that 
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they depend from a patentable base claim. See In re Fine, 5 USPQ2d 1596, 1600 
(Fed. Cir. 1988); MPEP § 2143.03. 

Six claims in excess of twenty are added. One independent claim in 
excess of iliree is added. The fee of 250.00 for the claims is provided for with 
the Request for Continued Examination (RCE) submitted concurrently herewith. 

The response to the final Office Action of June 1 , 2005 is being filed 
with a three month extension and ihe required fee accompanies tlie Request for 
Cont^n.^ed Examination (RCE) submitted concurrently herewith. 

The USPTO is hereby authorized to charge any fee(s) or fec(s) 
deficieicy or credit any excess payment to Deposit Account No. 10-1250. 
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In light of the foregoing, the application is now believed to be in proper 

form rot allowance of all claims and uoiice to thai effect is earnestly solicited. 

Respeciftilly submitted, 
JORDAN AND HAMBURG llp 
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By C /^ru ^ k^^L^f 



and. 



C. Bruce Hamburg 
Reg. No. 22,389 
Attorney for Applicants 



Jordan and Hamburg i.i.p 
122 F.i,st 42nd Street 
New York, New York 10168 
(212)986-2340 



By. 



Ricardo Unikel 
Reg. No. 52,309 
Attorney for Applicants 
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